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DETAILED ACTION 



Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. In claim 1, line 3, the phrase "preparable by", and in 
claim 3, line 2, the phrase "obtainable by" render unclear as to whether other 
composition A (in claim 1) and other polymeric isocyanate (in claim 3) made using 
other unspecified processes are also within the claimed scope. If applicant is intending 
to specify the composition A (in claim 1 ) and the polymeric isocyanate (in claim 3) 
which are produced by the recited processes, then the phrases "prepared by" and 
"obtained by" should be used in claim 1 and 3, respectively. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DirschI et al. (US 6,080,830) in view of Wamprecht et al. (US 2003/0065088). 

6. Regarding the limitations set forth in these claims, DIrschI et al. (DirschI, 
hereafter) discloses a method of treating fiber materials (col. 6, lines 15-19) using an 
aqueous dispersion comprising a perfluoroalkyi group-containing polymer and a 
composition obtained by reacting a fluorine-free polyfunctional isocyanate (having free 
isocyanate groups) with a hydroxyl amine such that the product still has free isocyanate 
groups which are then blocked with a blocking group (col. 1, lines 35-67). The reactions 
are done using methyl isobutyl ketone as solvent (i.e., no water) (col. 6, example 1). 
The polyfunctional isocyanate is prepared from a reaction of a diisocyanate, or mixture 
thereof, with a polyhydhc alcohol and a monoether (col. 1, lines 42-49; col. 2, lines 1- 
56). The polyhydhc alcohol includes 1 ,1,1-trimethylolpropane (col. 2, line 42) and the 
monoether includes diethylene glycol (col. 2, line 50). The diisocyanate comprises 
aromatic version such as tolylene diisocyanate (col. 2, line 16). The prior art also 
includes diisocyanates taught in EP-A 537 578 (col. 2, line 4), which discloses aliphatic, 
cycloaliphatic, and aromatic diisocyanates (col. 2, lines 63-65). The hydroxyl amine 
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includes N-nnetliyldietlianolannine (col. 6, line 52) and the blocking group includes 
butanone oxime (col. 6, line 58). The aqueous dispersion also comprises two 
dispersants, one of which is cationic (col. 7 lines 56-67). The fiber materials include 
woven or knitted textile sheetlike structures (col. 5, lines 34-36). 

7. Clearly, the prior art teaches all the limitations set forth in claims 1 -9 with the 
following exceptions: (1) the disclosed composition does not have a monohvdric alcohol 
component, and (2) the sequence of the two reactions involving amine and oxime is 
different from the claimed process. 

8. Regarding the exception (2), the order of the two reactions involving amine and 
oxime is of no criticality to the final product and the change of the sequence of the 
reactions would have been obvious to one of ordinary skill in the art. In other words, the 
final products of the polyisocyanate-based compositions in the prior art disclosure and 
in the instant invention, except for monohydric alcohol component, are similar in 
composition. 

9. Regarding the exception (1 ), Wamprecht et al. (Wamprecht, hereafter) teaches a 
polyurethane and its use for the thickening of aqueous systems (Title). The water- 
soluble/dispersible polyurethane is the reaction product of (a) a polyether polyol and a 
urethane group-containing polyether polyol, (b) at least one C6-C22 monoalcohol, (c) a 
(cyclo)aliphatic/aromatic diisocyanate, and (d) an oxime (Abstract). The monoalcohol 
employed in the disclosed examples include mixtures of alpha-alcohols of dodecane, 
decane, and octane (Tables 1&2). [Motivations] Wamprecht also teaches that, due to 
the incorporation of the hydrophobic monoalcohols [0009], the disclosed polyurethane 
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thickener has improved effectiveness in high-sheer range compared to conventional 
polyurethane thickeners and does not require use of volatile solvents [0006-0009], and 
that it is particularly suitable for use in processes involving high-sheer rates such as 
coatings by brushes or rollers and spraying [0006]. 

10. In light of such benefits and considering that both DirschI and Wamprecht are 
directed to polyurethane-based aqueous formulations and, especially, DirschI employs 
customary methods of treating fiber materials that include coating and spraying (col. 6, 
lines 15-18), it would have been obvious to a person having ordinary skill in the art at 
the time the invention was made to have modified the composition taught by DirschI by 
incorporating the monoalcohols taught by Wamprecht in the polyisocyanate-based 
composition so that, due to the presence of the hydrophobic chains of the alcohols, the 
resulting fiber-treatment aqueous dispersion has improved effectiveness for the high- 
sheer coating and spraying processes employed for treating fiber materials. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu Nguyen whose telephone number is (571)270-5454. 
The examiner can normally be reached on M-F 7:30-5:00 (Alternating Friday Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



/Vu Nguyen/ 
Examiner 
Art Unit 1796 



